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Valeant Canada LP v Generic Partners Canada Inc, 2019 FC 253

In this case, the Federal Court granted Valeant Canada LP (Valeant), an order 
prohibiting the Minister of Health from issuing a Notice of Compliance to Generic 
Partners Canada Inc. (Generic Partners) for their 500mg extended release tablets of 
metformin. Valeant markets tablets containing metformin in 500mg and 1000mg. In 
granting the order, the Federal Court rejected Generic Partners' argument that the 671 
Patent is invalid for: (1) anticipation, (2) obviousness, (3) double-patenting in relation to 
the 624 Patent, or (4) insufficiency.

The Court found the inventive concept for the 671 Patent to be a controlled-release oral 
dosage form having three essential elements, relating to size, time, and shape. Further, 
when the three essential elements are combined, they create a gastric-retentive dosage 
form that provides for enhanced drug release in the stomach and upper gastrointestinal 
tract.

In rejecting the argument that the 671 Patent is invalid for anticipation, the Court held 
that the prior art document relied on by Generic Partners did not disclose the shape 
element of the 671 Patent.

In rejecting the argument that the 671 Patent is invalid for obviousness, the Court held 
that in the prior art relied on by Generic Partners, it was not suggested that the shapes 
were a central component of gastric retention. Without this insight, it could not be 
obvious to try the invention. The Court also held that the perfect embodiment of the 
tablet in the prior art document gave rise to the problem that the 671 Patent claimed to 
solve.

In rejecting the argument that the 671 Patent was invalid for double-patenting in respect 
to the 624 Patent, the prior art document relied on by Generic Partners was the basis for
the 624 patent. The Court had already concluded that the prior art document did not 
anticipate the 671 Patent and therefore it was not possible for the 624 Patent to support 
an allegation of same-invention double-patenting. Similarly, the Court held that if the 
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consideration of all prior art did not make the 671 Patent obvious, the more restricted 
analysis based only on the 624 Patent also could not.

In rejecting the argument that the 671 Patent is invalid for insufficiency, the Court held 
that it is not necessary for an inventor to outline a theory of why the invention works. 
Thus, the lack of data and examples provided in the 671 Patent in support of the 
invention was deemed irrelevant to sufficiency. The Court therefore agreed with Valeant 
that the allegation of insufficiency was without merit.
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Les présents renseignements sont de nature générale et ne sauraient constituer un avis juridique, ni un énoncé complet de la législation 

pertinente, ni un avis sur un quelconque sujet. Personne ne devrait agir ou s’abstenir d’agir sur la foi de ceux-ci sans procéder à un examen 

approfondi du droit après avoir soupesé les faits d’une situation précise. Nous vous recommandons de consulter votre conseiller juridique si 

vous avez des questions ou des préoccupations particulières. BLG ne garantit aucunement que la teneur de cette publication est exacte, à 

jour ou complète. Aucune partie de cette publication ne peut être reproduite sans l’autorisation écrite de Borden Ladner Gervais S.E.N.C.R.L., 

S.R.L. Si BLG vous a envoyé cette publication et que vous ne souhaitez plus la recevoir, vous pouvez demander à faire supprimer vos 

coordonnées de nos listes d’envoi en communiquant avec nous par courriel à desabonnement@blg.com  ou en modifiant vos préférences 

d’abonnement dans blg.com/fr/about-us/subscribe. Si vous pensez avoir reçu le présent message par erreur, veuillez nous écrire à 

communications@blg.com. Pour consulter la politique de confidentialité de BLG relativement aux publications, rendez-vous sur 

blg.com/fr/ProtectionDesRenseignementsPersonnels.
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