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ARTICLE

Protecting intellectual property: IP enforcement as part of a commercial strategy
Enfo rci ng  and  p ro tect i ng  i n te l l ectua l  p roperty (IP) i s cruci a l  fo r any busi ness.  In  th i s l a test  a rt i cl e  i n  ou r IP Asse t se ri es,  we  d i scuss en fo rci ng  your
i n te l l ectua l  p roperty th rough  a  hypo the t i ca l  head  o f  IP exp l a i n i ng  to  the i r boss how the  po rt fo l i o  can  be  used .

Tayl o r i s i n  cha rge  o f  IP a t  an  SM E (sm a l l  o r m ed i um  en te rp ri se ).  T hey have  been  stra teg i c i n  the i r f i l i ngs,  t ryi ng  to  cover bo th  the i r com m erci a l
p roduct  and  the  com pet i t i ve  space .  Up  un t i l  now, the  IP departm en t has been  a  cost  cen tre  –  no t  add i ng  to  the  SM E’s p ro f i t ,  bu t  cost i ng  m oney to  run
i t .  Tayl o r recen t l y l ea rned  tha t  som e o f  the i r i ssued  pa ten ts coveri ng  key techno l og i es a re  be i ng  i n f ri nged .

What do you do when someone infringes your IP rights?

Tayl o r worked  to  ge t  the  pa ten ts i ssued  and  has spen t  som e t i m e  j ust i fyi ng  tha t  cost .  Now tha t  the  pa ten ts a re  be i ng  i n f ri nged ,  Tayl o r sees an
opportun i ty to  show the  va l ue  o f  the  pa ten ts.

IP i s a  p ri va te  p roperty ri gh t .  However,  the  fact  tha t  a  com pany has a  t radem ark,  pa ten t ,  o r o the r IP does no t  p reven t  som eone  e l se  f rom  i n f ri ng i ng  i t  –
and  a  th i rd  pa rty i s no t  go i ng  to  step  i n  and  stop  them . In  the  sam e way tha t  a  p roperty owner m ust  take  steps to  stop  som eone  f rom  trespassi ng  on  the i r
physi ca l  p roperty,  an  i n te l l ectua l  p roperty owner m ust  take  steps to  stop  som eone  f rom  i n f ri ng i ng  the i r IP.

T he  ways i n  wh i ch  you  can  stop  som eone  f rom  i n f ri ng i ng  IP can  take  a  num ber o f  fo rm s,  wi th  va ryi ng  costs and  ou tcom es.  In  revi ewi ng  the  pa ten ts
be i ng  i n f ri nged ,  and  the  com pany do i ng  the  i n f ri ng i ng ,  Tayl o r consi de rs a  num ber o f  facto rs:

By consi de ri ng  these  facto rs,  Tayl o r i s ab l e  to  focus on  wha t  i s a  need  ve rsus wha t  i s a  wan t  i n  the  next  steps o f  en fo rcem ent.

Example IP enforcement steps

Com m on steps taken  i n  IP en fo rcem ent typ i ca l l y i ncl ude  cease  and  desi st  l e t te rs,  l i t i ga t i on ,  and  se t t l em en t.

https://www.blg.com/en/insights/2021/10/en/services/practice-areas/disputes/ip-disputes-litigatio


Cease and desist letters

In  m ost  IP d i spu tes,  the  f i rst  step  i s to  send  a  l e t te r.

A cease  and  desi st  l e t te r l e ts the  o the r pa rty know they a re  do i ng  som eth i ng  you  th i nk i n f ri nges your ri gh ts.  T h i s com pany m ay no t  be  aware  o f  you r IP ri gh ts,  o r
they m ay be  aware  and  no t  ca re .

Tayl o r wan ts to  m ake  su re  the  i n f ri nge r knows the  com pany i s taki ng  i ts IP ri gh ts se ri ousl y.  Bu t  i n  do i ng  so ,  Tayl o r i s ca re fu l  no t  to  m ake  un founded  th rea ts.  In
pa rt i cu l a r,  th rea ts shou l d  no t  be  m ade  to  cl i en ts o f  the  i n f ri nge r.

T he  tone  o f  these  l e t te rs can  range  f rom  i n fo rm at i ve  to  th rea ten i ng ,  a l though  m ost  l e t te rs fa l l  som ewhere  i n  be tween .  T he  facto rs and  desi red  ou tcom es se t  ou t
above  de te rm i ne  the  tone  o f  the  l e t te r.  I f  the  goa l  i s to  ge t  them  to  stop  se l l i ng ,  a  st ronger tone  m ay be  necessary.  I f  the  goa l  i s to  sta rt  l i cence  nego t i a t i ons,  a
so f te r tone  m ay be  desi red .

I f  Tayl o r needs them  o ff  the  m arke t  as pa rt  o f  the  com pany’s st ra teg i c p l an ,  the  tone  o f  the  l e t te r i s l ess i m portan t  than  send i ng  i t  to  g i ve  no t i ce .  In  such  cases,
the  l e t te r m ay p rom pt a  change  i n  the  o the r com pany’s p roduct ,  o r an  a t tem pt a t  nego t i a t i on .  In  a l l  cases,  send i ng  a  cease  and  desi st  l e t te r i s an  open i ng  vo l l ey.
T he  facto rs Tayl o r i s consi de ri ng  shou l d  i nd i ca te  the  va l ue ,  f rom  a  m one ta ry o r busi ness pe rspect i ve ,  i n  stopp i ng  the  i n f ri ngem ent.

Litigation

Som et i m es send i ng  a  l e t te r i s no t  enough .  T he  pa rty a l l eged  to  be  i n f ri ng i ng  m ay d i sag ree  wi th  you r i n te rp re ta t i on  o f  you r ri gh ts and /o r o f  i ts p roduct .
Nego t i a t i ons m ay sta l l ,  o r the  pa rt i es m ay be  too  fa r apart  regard i ng  va l ue .  In  ra re  cases,  the  i n f ri ng i ng  pa rty m ay no t  ca re .  T hey cou l d  a l so  i gno re  the  l e t te r.

In  th i s case ,  Tayl o r’s next  step  i s to  sta rt  a  cou rt  p roceed i ng .  T h i s cou l d  e i the r be  taken  as requ i ri ng  a  m ore  se ri ous response  o r a t tem pt a t  nego t i a t i ons o r
u l t i m a te l y stop  the  i n f ri ngem ent.

Canada ’s Federa l  Court  has j u ri sd i ct i on  to  hear m a tte rs o f  pa ten t ,  t radem ark,  and  copyri gh t  i n f ri ngem ent.  I t  a l so  has the  j u ri sd i ct i on  to  i ssue  coun try-wi de
en fo rcem ent o rde rs.  Provi nci a l  cou rts can  a l so  hear IP cases,  bu t  the i r j u ri sd i ct i on  i s l i m i ted  to  the  p rovi nce  where  the  i n f ri ng i ng  act  occu rred .

L i t i ga t i on  can  be  expensi ve  and  causes busi ness d i srup t i on  to  a l l  pa rt i es.  T i m e  i s needed  to  l oca te  the  necessary and  re l evan t  docum ents.  Inven to rs and  a  pa rty
rep resen ta t i ve  m ust  revi ew these  docum ents and  subm i t  to  d i scovery,  wh i ch  can  take  m u l t i p l e  days.  T here  i s uncerta i n ty as to  the  ou tcom e and  va l i d i ty o f  any IP
tha t  i s sub j ect  to  l i t i ga t i on .  T hese  facto rs can  p rom pt m ore  se ri ous se t t l em en t d i scussi ons.

T he  pa rt i es cou l d  a l so  deci de  to  take  the  l i t i ga t i on  to  j udgm ent.  T h i s can  resu l t  i n  busi ness uncerta i n ty,  as the  ou tcom e o f  a  t ri a l  i s never guaran teed .  Bu t ,
som et i m es pa rt i es end  up  on  th i s pa th .  When  l i t i ga t i on  i s successfu l ,  and  has been  appropri a te l y st ra teg i zed ,  i t  can  be  reward i ng  fo r the  busi ness and  he l p  i t
m ove  fo rward .

Settlement

Sett l em en t o f  an  IP d i spu te  can  take  m any fo rm s and  occur a t  vi rtua l l y any stage  o f  the  d i spu te .

Good  l awyers can  he l p  the  pa rt i es be  crea t i ve  wi th  the i r reso l u t i ons.  T h i s can  l ead  to  an  am i cab l e  si tua t i on  and  an  ongo i ng  busi ness re l a t i onsh i p  i f  the  pa rt i es
so  desi re .  Such  se t t l em en ts can  i nvo l ve  l i cences (wi th  ongo i ng  revenue  stream s) o r cross-l i cences o r poo l s o f  IP.

Reso l u t i ons a l so  l ead  to  m ore  ce rta i n ty i n  the  va l ue  o f  the  IP i nvo l ved .  T h i s can  be  he l p fu l  i n  the  even t  o f  fu tu re  i n f ri nge rs,  as l i censi ng  te rm s can  se t  a
p receden t  fo r fu tu re  l i cences.

Takeaway

Obta i n i ng  IP i s on l y the  f i rst  step  i n  a  com m erci a l  st ra tegy.  Som et i m es i t  works to  keep  o the rs away f rom  your sandbox.  Tayl o r had  tha t  pa rt  o f  the  st ra tegy i n
hand  p ri o r to  th i s po i n t .  Som et i m es com pan i es need  to  en fo rce  tha t  IP i n  o rde r to  p ro tect  the i r b rands and  i nvestm en ts o r rea l i ze  the  IP ’s va l ue .

The IP Asset series



T h i s a rt i cl e  i s pa rt  o f  The  IP Asse t se ri es f rom  BLG’s IP Stra tegy g roup.  I t  a i m s to  p rovi de  p ract i ca l  i nsi gh t  and  i n fo rm at i on  fo r Canad i an  com pan i es and  the i r
advi so rs,  i ncl ud i ng  sta rtups,  sca l e -ups and  g rowi ng  com pan i es wi th  a  focus on  i nnova t i on .

In  ou r p revi ous IP Asse t se ri es a rt i cl es we  d i scuss why havi ng  an  IP st ra tegy m atte rs fo r you r com pany’s success and  the  i m portance  o f  se l ect i ng  a  st rong
tradem ark fo r you r com pany.
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